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APPEAL 



After reopening of prosecution, appellant must exer- 
cise one of the following options to avoid abandonment 
of the application: 

(A) file a reply under 37 CFR 1.111, if the Office 
action is non— final; 

(B) file a reply under 37 CFR 1.113, if the Office 
action is final; or 

(C) request reinstatement of the appeal. 

See 37 CFR 1.193(b)(2). If reinstatement of the appeal 
is requested, the request must be accompanied by a sup- 
plemental appeal brief; however, no new amendments, 
affidavits (37 CFR 1.130, 1.131, or 1.132), or other evi- 
dence is permitted. The supplemental appeal brief must 
comply with the requirements of 37 CFR 1.192(c), but in 
doing so may incorporate by reference such parts of the 
previously -filed brief as may still be applicable. The ar- 
guments presented in the supplemental appeal brief 
need only be those relevant to the new ground(s) of re- 
jection raised in the Office action that reopened pro- 
secution, but the appellant should also identify all pre- 
viously-raised issues and/or arguments which are still 
considered to be relevant. If the examiner does not 
consider that the supplemental appeal brief complies 
with the foregoing requirements, appellant should be 
given a 1 - month time period within which to file an 
amended supplemental brief under 37 CFR 1.192(d). 
See MPEP§ 1206. 

After the supplemental appeal brief is filed, the ex- 
aminer may issue an answer thereto, and appellant may 
file a reply brief. It is also possible that, after reading the 
brief, the examiner may be convinced that some or all of 
the finally rejected claims are allowable. Where the ex- 
aminer is of the opinion that some of the claims are al- 
lowable, he or she should so specify in the examiner's an- 
swer and confine the arguments to the remaining re- 
jected claims. If the examiner finds, upon reconsidera- 
tion, that all the rejected claims are allowable, or where 
the appellant in the brief withdraws the appeal as to 
some of the rejected claims by submitting an appropriate 
amendment and the examiner finds the remaining claims 
to be allowable, the examiner should allow the applica- 
tion. 

In applications where an interference has resulted 
from the applicant provoking an interference with the 
patent which provided the basis for final rejection, the 
rejection based on that patent should be withdrawn and 
the appeal dismissed as to the involved claims. 



1208.03 
1208.03 Reply Brief 

37 CFR 1. 193, Examiner's answer and reply brief. 

***** 

(b)(1) Appellant may file a reply brief to an examiner's answer 
within two months from the date of such examiner's answer. See 
§ 1.136(b) for extensions of time for filing a reply brief in a patent 
application and § 1.550(c) for extensions of time for filing a reply brief in 
a reexamination proceeding. The primary examiner must either ac- 
knowledge receipt and entry of the reply brief or withdraw the final 
rejection and reopen prosecution to respond to the reply brief. A 
supplemental examiner's answer is not permitted, unless the application 
has been remanded by the Board of Patent Appeals and Interferences for 
such purpose. 

(2) Where prosecution is reopened by the primary examiner 
after an appeal or reply brief has been filed, appellant must exercise one 
of the following two options to avoid abandonment of the application: 

(i) File a reply under § 1.1 11, if the Office action is not 
final, or a reply under § 1.113, if the Office action is final; or 

(ii) Request reinstatement of the appeal. If reinstatement 
of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits 
(§§ 1.130, 1.131 or 1.132) or other evidence are permitted. 

***** 

Under 37 CFR 1.193(b)(1), appellant may file a reply 
brief as a matter of right within 2 months from the mail- 
ing date of the examiner's answer. Extensions of time to 
file the reply brief may be granted pursuant to 37 CFR 
1.136(b) or 1.550(c). The primary examiner must then 
either: (A) acknowledge receipt and entiy of the reply 
brief by using form paragraph 12.47 on form PTOL-90; 
or (B) reopen prosecution to respond to the reply brief. 
See MPEP § 1208.02. A supplemental examiner's an- 
swer is not permitted unless the application has been re- 
manded by the Board for such purpose. 

Amendments, affidavits, and/or other evidence must 
be submitted in papers separate from the reply brief, and 
the entry of such papers is subject to the provisions of 
37 CFR 1.116 and 37 CFR 1.195. A paper that contains 
an amendment (or evidence) is not a reply brief within 
the meaning of 37 CFR 1.193(b). Such a paper will not 
be entitled to entry simply because it is characterized as a 
reply brief. 

While 37 CFR 1.193(b)(1) prohibits a supplemental 
examiner's answer (in the absence of a remand from the 
Board of Patent Appeals and Interference for such pur- 
pose), an examiner may (with Supervisory Patent Ex- 
aminer approval) respond to a reply brief by reopening 
prosecution. The acknowledgment of receipt and entry 
of a reply brief under 37 CFR 1. 193(b)(1) is an indication 
by the examiner that no further response by the examin- 
er is deemed necessary. Thus, a remand by the Board of 
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Patent Appeals and Interference under 37 CFR 
1.193(b)(1) in an application containing an acknowledg- 
ment of receipt and entry of a reply brief under 37 CFR 
1.193(b)(1) for the express purpose of a response by the 
examiner to the reply brief (a supplemental examiner's 
answer) should rarely, if ever, be necessary. 

It should also be noted that an indication of a change 
in status of claims (e.g., that certain rejections have been 
withdrawn as a result of the reply brief) is not a supple- 
mental examiner's answer and is of course permitted. 
Such an indication of a change in status of claims may be 
made on form PTOL-90. 

For procedure where prosecution is reopened after a 
reply brief has been filed, see MPEP § 1208.02. 

Form paragraph 12.47 may be used to acknowledge re- 
ceipt and entry of a reply brief. 

H 1147 Acknowledgment of Reply Brief 
Application No. [1] 
Art Unit [2] 

The reply brief filed [3] has been entered and considered. The 
application has been forwarded to the Board of Patent Appeals and 
Interferences for decision on the appeal. 

Examiner Note: 

1 This form paragraph is to be printed on a blank page for attachment 
to a PTOL-90 or PTO-90C ^ 
2. If an amendment, an affidavit and/or a declaration has/have been 
filed with the reply brief, the examiner must notify the appellant in writ- 
ing whether it has been entered. Unlesstheamendment,affidavit ) and/or 
declaration place(s) the application in condition for allowance, entry 
should not be permitted. See 37 CFR 1.116 and 37 CFR 1.195. This is 
particularly important since a supplemental examiner's answer is riol 
permitted, unless the application has been remanded by the Board of 
Patent Appeals and Interferences for such purpose. See 37 CFR 
1.193(b)(1). 

1209 Oral Hearing 

37 CFR 1.194. Oral hearing. 

(a) An oral hearing should be requested only in those circum- 
stances in which appellant considers such a hearing necessary or 
desirable for a proper presentation of the appeal. An appeal decided 
without an oral hearing will receive the same consideration by the Board 
of Patent Appeals and Interferences as appeals decided after oral 
hearing. 

(b) If appellant desires an oral hearing, appellant must file, in a 
separate paper, a written request for such hearing accompanied by the 
fee set forth in § 1.17(d) within two months from the date of the 
examiner's answer. If appellant requests an oral hearing and submits 
therewith the fee set forth in § 1.17(d), an oral argument may be 
presented by, or on behalf of, the primary examiner if considered 
desirable by either the primary examiner or the Board. See § 1.136(b) for 
extensions of time for requesting an oral hearing in a patent application 
and § 1.550(c) for extensions of time for requesting an oral hearing in a 
reexamination proceeding. 

(c) If no request and fee for oral hearing have been timely filed 
by appellant, the appeal will be assigned for consideration and decision. 
If appellant has requested an oral hearing and has submitted the fee set 



forth in § 1.17(d), a day of hearing will be set, and due notice thereof 
given to appellant and to the primary examiner. A hearing will be held as 
stated in the notice, and oral argument will be limited to twenty minutes 
for appellant and fifteen minutes for the primary examiner unless 
otherwise ordered before the hearing begins. If the Board decides that a 
hearing is not necessary, the Board will so notify appellant. 

37 CFR 1.194(b) provides that an appellant who de- 
sires an oral hearing before the Board must request the 
hearing by filing, in a separate paper, a written request 
therefor, accompanied by the appropriate fee set forth in 
37 CFR 1.17(d), within 2 months after the date of the ex- 
aminer's answer. This time period may only be extended 
by filing a request under either 37 CFR 1.136(b) or, if 
the appeal involves a reexamination proceeding, under 
37 CFR 1.550(c). 

A notice of hearing, stating the date, the time, and the 
docket, is forwarded to the appellant in due course. If ap- 
pellant fails to confirm within the time required in the 
notice of hearing, the appeal will be removed from the 
hearing docket and assigned on brief in due course. No 
refund of the fee for requesting an oral hearing will be 
made. Similarly, after confirmation, if no appearance is 
made at the scheduled hearing, the appeal will be de- 
cided on brief. Since failure to notify the Board of waiver 
of hearing in advance of the assigned date results in a 
waste of the Board's resources, appellant should inform 
the Board of a change in plans at the earliest possible op- 
portunity. If the Board determines that a hearing is not 
necessary (e.g., a remand to the examiner is necessary or 
it is clear that the rejection(s) cannot be sustained), ap- 
pellant will be notified. 

If appellant has any special request, such as for a par- 
ticular date or day of the week, this will be taken into 
consideration in setting the hearing, if made known to 
the Board in advance, as long as such request does not 
unduly delay a decision in the case and does not place an 
undue administrative burden on the Board. 

The appellant may also file a request, in a paper ad- 
dressed to the Chief Clerk of the Board, to present his/ 
her arguments via telephone. The appellant making the 
request will be required to bear the cost of the telephone 
call. 

If the time set in the notice of hearing conflicts with 
prior commitments or if subsequent events make ap- 
pearance impossible, the hearing may be rescheduled on 
written request. However, in view of the administrative 
burden involved in rescheduling hearings and the poten- 
tial delay which may result in the issuance of any patent 
based on the application on appeal, postponements are 
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